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» The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

I )□ Responsive to communication(s) filed on 21 June 2004 . 

2a)D This action is FINAL. 2b)[X] This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) D Claim(s) 11-27 is/are pending in the application. 

4a) Of the above claim(s) 19-27 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) 11-18 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) 19-27 are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

I I )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)Q All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 
2.Q Certified copies of the priority documents have been received in Application No 



3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 
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Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 6/21/04 
has been entered. 

This application is a 371 of PCT/DE99/0181206 filed on 6/19/1999. 
Amendments are entered. Claims 11-27 are pending. No claim is allowed at present 
time. Acknowledgement is made of the election of group I claims 11-18. Claims 19-27 
are withdrawn from consideration as non-elected invention. Previous rejections are 
withdrawn because claims are amended. 

Presently claimed invention of claims 11-18 are drawn to a water soluble native 
dry extract of Ginkgo biloba where the extract is produced by ultrafiltration using a filter 
having specific range of pore size (as in claim 11). 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out 
and distinctly claiming the subject matter which the applicant regards as his 
invention. 

3. Claims 11-17 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. Following reasons apply: 



Application/Control Number: 09/720,940 Page 3 

Art Unit: 1616 

4. What does "a filter having an average of- 10000 Daltons" intend in claim 11. 

The statement is confusing. Dalton is generally used for molecular weights. Redrafting 
of this claim is suggested. Specification discloses Polymeric membrane. 

5. It is unclear what is "primary extract" in claim 14. 

6. What is intended by "partially purified dry extract" in claim 15?. Whole claim 15 
appears to be unclear. 

6. Claim 16 is confusing as cited "undesired contents can be separated out via 
precipitation reactions, adsorption and desorption processes, extraction with n-butanol- 
type purification procedures". 

Claim Rejections - 35 JJSC § 102 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 

7. Claims 11-18 are rejected under 35 U.S.C. 102(b) as being anticipated by 

L Japanese Unexamined Patent Publication (A) No. 279300/1994 (Translation). 
Publication Date: 10/4/1994, The refenrence disclose a water-soluble Ginkgo leaf extract 
containing at least 20% flavone glycoside and atleast 5.6% terpene lactones. See 
abstract, claims pages 3-1 ITable 1, and page 20-21. 

2. Liu, Zheng et al. (AN 1997:82596, HCAPLUS, abstract of Huaxue Shijie (1996), 
37(7), 355-358). The references disclose a water-soluble extract containing total flavones 
from Ginkgo biloba leaves. 

All the reference cited disclose presently claimed invention. 

Applicant must note a technical difference, that claims are drawn to a product 
"water soluble extract of Ginkgo biloba" and not on the process of making or method of 
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producing such as extract. Water-soluble products are known marketed products see 
prior art of record). The basis of arguments had been that prior art does not teach 
ultrafilteration and teach the use of solubilizing agents. The claims 1 1-18 is not drawn to 
method of making the extract but to the product obtain by the process. So arguments 
were not relevant to the claimed invention. 

Applicant is requested to see MPEP 2144.04[R-1] 

In re Rose, 220 F.2d 459, 105 USPQ 237 (CCPA 1955) (Claims directed to a 
lumber package "of appreciable size and weight requiring handling by a lift truck" where 
held unpatentable over prior art lumber packages which could be lifted by hand because 
limitations relating to the size of the package were not sufficient to patentably distinguish 
over the prior art.); In re Rinehart, 531 F.2d 1048, 189 USPQ 143 (CCPA 1976) 
("mere scaling up of a prior art process capable of being scaled up, if such were the case, 
would not establish patentability in a claim to an old process so scaled." 531 F.2d at 

1053, 189 USPQ at 148.). In Gardner v. TEC Systems, Inc., 725 F.2d 1338, 220 

USPQ 777 (Fed. Cir. 1984), cert, denied, 469 U.S. 830, 225 USPQ 232 (1984), the 
Federal Circuit held that, where the only difference between the prior art and the claims 
was a recitation of relative dimensions of the claimed device and a device having the 
claimed relative dimensions would not perform differently than the prior art device, the 
claimed device was not patentably distinct from the prior art device. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sabiha Qazi whose telephone number is (571) 272-0622. 
The examiner can normally be reached on any business day. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Kunz can be reached on (571) 272-0887. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 

Friday, September 3, 2004 f^iJ^^ 




SABIHA QAZI.PH.D 
PRIMARY EXAMINER 



